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DETAILED ACTION 
Status of Claims 

1 . Claims 1 - 20 are pending wliere claims 1-16 have been amended. 

Status of Previous Rejections 

2. The 35 U.S.C. 103(a) rejection of claims 1 - 4, 6 - 9, 13 - 15, and 17 - 20 as 
being unpatentable over JP 2003-253390 has been maintained. 

The 35 U.S.C. 103(a) rejection of claims 1 - 5, 7 - 12, and 17 - 20 as being 
unpatentable over JP 2001-207240 has been maintained. 

The 35 U.S.C. 103(a) rejection of claim 16 as being unpatentable over JP 2001- 
207240 in view of JP 2003-253390 has been maintained. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

4. The information disclosure statement (IDS) was submitted on August 27, 2008. 
The submission is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statement is being considered by the examiner. 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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6. Claims 1 - 4, 6 - 9, 13 - 15, and 1 7 - 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over the English machine translation of JP 2003-253390 from the 
IDS (hereafter JP '390). 

The previous rejections of claims 1 - 4, 6 - 9, 13 - 15, and 17-20 still apply to 
the amended instant claims 1 -4,6-9, and 13-15. Therefore, JP '390 is applied to 
instant claims 1 - 4, 6 - 9, 1 3 - 1 5, and 1 7 - 20 as set forth in the June 27, 2008 Office 
action. 

7. Claims 1 - 5, 7 - 1 2, and 1 7 - 20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over the English machine translation of JP 2001-207240 from the IDS 
(hereafter JP '240). 

The previous rejections of claims 1 - 5, 7 - 12, and 17-20 still apply to the 
amended instant claims 1 - 5 and 7-12. Therefore, JP '240 is applied to instant 
claims 1 - 5, 7 - 1 2, and 1 7 - 20 as set forth in the June 27, 2008 Office action. 

8. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
English machine translation of JP 2001-207240 from the IDs (JP '240) as applied to 
claims 1 and 5 above, and further in view of the English machine translation of JP 2003- 
253390 from the IDS (JP '390). 

The previous rejection of claim 16 still applies to the amended instant claim 16. 
Therefore, JP '240 in view of JP '390 is applied to instant claim 16 as set forth in the 
June 27, 2008 Office action. 
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Response to Arguments 

9. Applicant's arguments filed September 5, 2008 have been fully considered but 
they are not persuasive. 

Arguments are summarized as follows: 

a. With respect to claim 1 , at minimum, nothing in the applied art would lead 
one skilled in the art to the required Mn*S or Mn/S values. Nothing in the applied 
art recognizes these values as being result efTective, meaning that one skilled in 
the art would not be motivated to optimize these values. 

b. With respect to claim 2, at minimum, nothing in the applied art would lead 
one skilled in the art to the required deformation resistance properties, properties 
which reflect an improved steel product. 

c. With respect to claims 3 and 7, at minimum, nothing in the applied art 
would lead one skilled in the art to the required dissolved nitrogen values. 
Nothing in the applied art recognizes these dissolved nitrogen values as being 
result effective, meaning that one skilled in the art would not be motivated to 
optimize these values. 

d. With respect to claims 6 and 13-16, at minimum, nothing in the applied art 
would lead one skilled in the art to the required Of concentrations and Of/S ratios 
prior to casting, which are significant characteristics of the present invention. 
Nothing in the applied art recognizes these values prior to casting as being result 
effective, meaning that one skilled in the art would not be motivated to optimize 
these values at that particular time in the production process. 
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Examiner's responses are as follows: 

a. Altliough neither JP '390 nor JP '240 specifically teaches that the contents 
of Mn and S satisfy the recited formulas in instant claim 1 , the Examiner 
maintains the position that it is well settled that there is no invention in the 
discovery of a general formula if it covers a composition described in the prior art. 
Furthermore, In the absence of evidence to the contrary, the selection of the 
proportions of elements would appear to require no more than routine 
investigation by those ordinary skilled in the art. Applicant has not submitted 
factual evidence to show the criticality of a minimum of 0.40 Mn*S (i.e. compared 
to 0.39 Mn*S) and a maximum of 1 .2 Mn*S (i.e. compared to 1 .21 Mn*S) or the 
criticality of at least Mn/S of 3.0 (i.e. compared to Mn/S of 2.9). 

b. Applicant has not submitted factual evidence to show that the steel 
product of JP '390 or JP '240 would not inherently have a difference in 
deformation resistance at a strain of 0.3 between 200°C and 25°C that is 1 1 0 
MPa or more and 200MPa or less, the deformation resistances being determined 
at a deformation rate of 0.3 mm/min in a compression test. Therefore, the 
Examiner maintains the position that since a similar process is used to make the 
free machining steel of JP '390 and the steel product of JP '240, it would be 
expected that the steel products of JP '390 and JP '240 would have the same 
deformation resistance. 

c. Applicant has not submitted factual evidence to show that the steel 
product of JP '390 or JP '240 would not have an overlapping amount of dissolved 
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nitrogen. Therefore, the Examiner maintains the position that since the 
composition of nitrogen in the steel of JP '390 overlaps with that of the instant 
invention and a similar process is used to make each steel, it would be expected 
that the steel of JP '390 would contain an overlapping amount of dissolved 
nitrogen with the steel of the instant invention. Furthermore, [0018] of JP '240 
teaches that the steel product comprises 0.01 mass% or less dissolved nitrogen 
which is within the range recited in instant claims 3 and 7. 
d. JP '390 does not specifically teach that before casting, the free oxygen 
(Of) is controlled to a content of 30 ppm or more and less than 100 ppm and the 
ratio Of/S of Of to S is controlled to within a range from 0.005 to 0.030, Of and S 
being contained in the molten steel before casting. However, in absence of 
evidence to the contrary, the Examiner maintains the position that since the 
compositional ranges of S and O in the steel of JP '390 overlap with the 
compositional ranges of S and O in the instant application, it would be expected 
that the ratio of free oxygen to sulfur of JP '390 would overlap with that of the 
instant invention. 

Conclusion 

1 0. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CAITLIN FOGARTY whose telephone number is 
(571)270-3589. The examiner can normally be reached on Monday - Friday 8:00 AM - 
5:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CF 
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